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Appeal No. 



Director of the United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

This is an appeal from the May 21, 2004 Final Rejection of Claims 22 and 23 of the 
above referenced patent application. Claim 24 has been indicated as allowable and Claims 25-28 
are currently withdrawn from consideration at this time. 

Claims 22 and 23 are rejected under 35 U.S.C. §102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. §103(a) as obvious over Stoll (U.S. Pat. No. 2,175,488). Claims 22 

and 23 are rejected under 35 U.S.C. §102(b) as anticipated by Kling (U.S. Pat. No. 464,100) or, 

in the alternative, under 35 U.S.C. §103(a) as obvious over Kling (U.S. Pat. No. 464,100) in 

view of Nicholson (U.S. Pat. No. 2,548,443). The claims on appeal are Claims 22 and 23 and 

these claims, along with pending Claims 24-28, are reproduced in Appendix A. 
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REAL PARTY IN INTEREST 

Black & Decker Inc. is the real party in interest, being the Assignee of the present 
application. The Assignment for the parent Application, U.S. Serial No. 09/015,615, was 
recorded on January 29, 1 998 at Reel 895 1 , Frame 0285 . 

RELATED APPEALS AND INTERFERENCES 

To the best of Applicants' knowledge, no other appeals or interferences are pending 
which will directly affect, be directly affected by or have a bearing on the Board's decision in the 
present pending appeal. 

STATUS OF CLAIMS 

Claims 22-28 are pending in the present application. Claims 22 and 23 stand finally 
rejected. Claim 24 was indicated as being allowable if rewritten in independent form including 
all the limitations of the base claim and any intervening claims. Claims 25-28 are currently 
withdrawn from consideration. 

STATUS OF AMENDMENTS 

Applicants filed an amendment after final on August 12, 2004, amending Claim 22. In an 
Advisory Action mailed September 9, 2004, Paper No. 20, the Examiner indicated that this 
amendment will be entered and that this amendment overcomes the rejections under 35 U.S.C. 
§1 12 in the Final Office Action. 

The Examiner noted in the Advisory Action that the Double Patenting rejection was not 
addressed in the after-final amendment. The reason for not addressing this rejection was because 
there was no Double Patenting rejection in the Final Office Action. The Double Patenting 
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rejection was made in the Non-Final Office Action mailed February 12, 2004, Paper No. 16. In 
response on March 8, 2004, Applicants filed a Terminal Disclaimer to overcome this rejection. 
In the Final Office Action, page 2, the Examiner indicated that the Terminal Disclaimer was 
reviewed and accepted. 

SUMMARY OF THE INVENTION 

Referring to Figures 1-3, the present invention relates to a clamping mechanism for 
clamping an object (50). The clamping mechanism comprises a housing (2), a rod (44) attached 
to the housing (2), and a clamping arm (40) which is rotatably mounted on the arm (44). The 
clamping arm (40) rotates through 360° around an axis of rotation (page 13, lines 1,2). A non- 
releasable one-way rotary clutch (42) is positioned between the rod (44) and the clamping arm 
(40). The one-way clutch (42) permits the clamping arm to freely rotate in only one direction 
around the axis of rotation (page 15, lines 13-15). The clamping arm (40) has a center of mass 
which is spaced from the axis of rotation (page 14, lines 9-11). The vibrations of the saw are 
transformed into stepwise, progressive movement of clamping arm (40) in its direction of free 
rotation to clamp object (50) between a first supporting surface defined by the housing (2) and a 
second supporting surface defined by clamping arm (40) (page 14, lines 11-26). Thus, the 
clamping mechanism of the present invention is designed to have clamping arm (40) rotate in a 
single direction to clamp object (50) between two supporting surfaces with the non-releasable 
clutch (42) prohibiting rotation of clamping arm (40) in the direction opposite to its free 
rotational direction to release object (50). 

ISSUES 

Appellants present the following issues for review: 
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1. Whether or not Claims 22 and 23 are unpatentable under 35 U.S.C. §102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. §103(a) as obvious over Stoll (U.S. Pat. No. 
2,175,488). A copy of the cited prior art is provided in Appendix B. 

2. Whether or not Claims 22 and 23 are unpatentable under 35 U.S.C. § 102(b) as 
anticipated by Kling (U.S. Pat. No. 464,100) or, in the alternative, under 35 U.S.C. §103(a) as 
obvious over Kling in view of Nicholson (U.S. Pat. No. 2,548,443). A copy of the cited prior art 
is provided in Appendix B. 

GROUPING OF CLAIMS 

Claims 22 and 23 stand or fall together. 

ARGUMENT 

Background of the Invention 

The present invention relates to a clamping mechanism which includes a clamping arm 
(40) that is rotatable in only one (forward) direction due to a non-releasable one-way clutch (42). 
The one-way clutch (42) prohibits the movement of the clamping arm (40) in the reverse 
direction. Once an object (50) is in engagement with or clamped between a supporting surface 
on each of the housing (2) and the clamping arm (40) by rotation of the clamping arm (40), the 
one-way clutch prohibits the release of the object (50) by prohibiting reverse rotation of the 
clamping arm (40). 

Stoll (U.S. Pat. No. 2 J 75,488) 

Applicant respectfully traverses the rejection based upon Stoll. The Examiner states that 
Stoll discloses a mechanism that discloses every structural limitation of the claimed invention 
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including a housing (10), a rod (22) attached to the housing, a clamping arm (13) rotatably 
mounted on the rod, a non-releasable one-way rotary clutch (19) and a support member (11). 

The Examiner has conveniently skipped a couple of structural limitations, specifically 
"said clamping arm and said housing each defining a supporting surface for engaging said 
object". The reason that these structural limitations were omitted by the Examiner is because 
Stoll does not define a supporting surface on each of these elements since Stoll is directed toward 
a foot rest and thus has nothing to do with a clamping mechanism. Stoll is simply a different 
application for a one-way clutch. 

The Examiner attempted to excuse this omission by stating that "Applicant appears to be 
arguing that the prior art does not teach or suggest the same intended use." (page 5 of the Final 
Office Action). In his "Response To Arguments" section of the Final Office Action, the 
Examiner does not even mention the supporting surfaces structural limitation. While the 
intended use of a device may not be able to serve to patentably distinguish a claimed invention 
over the prior art, when there are specific structural limitations that allow a device to perform an 
intended use, the recitation of these specific structural limitations can serve to patentably 
distinguish a claimed invention. Even if the prior art performs all the functions recited in the 
claim, the prior art cannot anticipate the claim if there is ariy structural differences. In re 
Ruskin, 347 F.2d 843, 146 USPQ 211 (CCPA 1965) as implicitly modified by In re Donaldson, 
16 F.3d 1189, 29 USPQ 2d 1845 (Fed Cir 1994). It is clear that Stoll does not disclose the 
supporting surfaces defined by Claim 22 of the present invention. 

This then requires the Examiner to define these supporting surfaces inherently or by some 
other manner allowable under 35 U.S.C. §103. To establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motive either in the 
reference itself or in the knowledge generally available to one of ordinary skill in the art, to 
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modify the reference; second, there must be reasonable expectation of success; and third, the 
prior art reference must teach or suggest all of the claim limitations. The teaching or suggestion 
to modify the reference and the reasonable expectation of success must both be found in the prior 
art, and not based on Applicants' disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ 2d 1438 (Fed 
Cir 1991). The mere fact that the reference can be modified does not render the resultant 
modification obvious unless the prior art also suggests the desirability of the modification. In re 
Mills, 916 F.2d 680, 16 USPQ 2d 1430 (Fed Cir 1990). 

Here, the Examiner must define a supporting surface on the housing and a supporting 
surface on the clamping arm for engaging the object. Stoll is directed to a foot rest which 
utilizes a one-way clutch to allow for the adjustment of the height of the foot rest. Clearly, there 
is no supporting surfaces as defined in Claim 22 of the present invention and there is no teaching 
or suggestion to somehow define these supporting surfaces in the reference. To establish prima 
facie obviousness of a claimed invention, all claimed limitations must be taught or suggested by 
the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). "All words in a claim 
must be considered in judging the patentability of that claim against the prior art." In re Wilson, 
424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 

The concept of defining the two supporting surfaces in Stoll for engaging the object 
would actually render Stoll unsatisfactory for its intended purpose. The purpose of the system in 
Stoll is to allow for the height adjustment of the foot rest. Attempting to define the structure of 
Stoll as having two supporting surfaces for engaging the object and thus defining Stoll as a 
clamping mechanism would prohibit Stoll from any further adjustment once the object was 
engaged by the tvto Surfaces. If the proposed modification would render the prior art invention 
being modified unsatisfactory for its intended purpose, then there is no suggestion or motivation 



to make the proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed Cir 
1984). 

Kling (U.S. Pat, No, 464 ,100) 

Applicants respectfully traverse the rejection based upon Kling. The Examiner states that 
Kling discloses a mechanism with every structural limitation although the Examiner then states 
that the housing of the brake is not shown. Realizing the lack of disclosure and teachings in 
Kling, the Examiner looks to Nicholson. Nicholson is directed to a lawn swing which has a 
crank (88) which applies a brake to stop the swing from moving. 

Regardless of whether or not you create the non-existent housing in Kling by inherency 
or by combining Nicholson with Kling, Kling alone and Kling in combination with Nicholson 
still suffer from the same lack of disclosure of the supporting surfaces defined by Claim 22, the 
lack of teaching or suggestion to modify the prior art, the lack of the desirability to make the 
modification and the fact that making this modification would render Kling and/or Kling in 
combination with Nicholson unsatisfactory for its intended purpose as detailed above for Stoll. 
Thus, the discussion above regarding Stoll applies here to Kling also because Kling also lacks 
the supporting surfaces which would modify Kling to become a clamping mechanism. Both 
Stoll and Kling (alone or with Nicholson) require their mechanisms to continue to rotate which is 
clearly against the teachings and the limitations of Claim 22 of the present invention. Claim 23 
depends from Claim 22. 



CONCLUSION 

Applicants respectfully submit that the prior art does not disclose all of the limitations of 
the pending claims and that the Examiner has not presented a prima facie case of obviousness for 
modifying the references to obtain Applicants' claimed invention. 

Applicants' invention provides the art with a self-actuating clamping mechanism which is 
neither disclosed, suggested or taught by the prior art. Accordingly, reversal of the final 
rejection of Claims 22 and 23 and the allowance of Claims 22-24 along with the rejoinder and 
allowance of Claims 25-28 is respectfully requested. 

Respectfully requested, 



HARNESS, DICKEY & PIERCE, P.L.C. 



Date: September 23, 2004 




P.O. Box 828 

Bloomfield Hills, MI 48303 
(248) 641-1600 
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Appendix A ' 

Claims 22 and 23 on appeal, allowed Claim 24 and withdrawn Claims 25-28 are as 
follows: 

22. (on appeal) A clamping mechanism for clamping an object, said clamping 
mechanism comprising: 

a housing; 

a rod attached to said housing; 

a clamping arm rotatably mounted on the rod, said clamping arm being rotatable 
through 360° about an axis of rotation, said clamping arm and said housing each defining a 
supporting surface for engaging said object; 

a non-releasable one way rotary clutch positioned between and operatively 
engaging said rod and said clamping arm to permit the clamping arm to freely rotate in only one 
direction about the axis of rotation; and 

the clamping arm having a centre mass spaced apart from the axis of rotation. 

23. (on appeal) A clamping mechanism according to Claim 22 wherein the clamping 
mechanism further comprises a support member attached to said housing. 

24. (allowed) A clamping mechanism according to Claim 23 wherein the support 
member comprises a slide element, the slide element being slidably mounted on the housing, 
wherein the clamping arm is rotatably mounted on the slide element so that the sliding 
movement of the slide element and clamping arm guides the object held between the support 
member and the clamping arm. 
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25. (withdrawn) A clamping mechanism according to Claim 22 wherein the 
clamping arm is adapted to be mountable on a saw via a reversing slip clutch which allows the 
clamping arm to rotate in the reverse direction to the direction of free rotation of the rotary one 
way clutch if a reverse torque is exerted on the clamping arm which exceeds a specified 
threshold. 

26. (withdrawn) A clamping mechanism according to Claim 25 wherein the one way 
rotary clutch and the reverse slip clutch are co-axially mounted. 

27. (withdrawn) A clamping mechanism according to Claim 22 wherein the 
clamping arm is made from a plastics material having a metal weight located towards an end of 
the clamping arm distant from the one way rotary clutch. 

28. (withdrawn) A clamping mechanism according to Claim 22, wherein the 
clamping arm has a holding surface and an end distant from the one way rotary clutch, the distant 
end having a curvature lying in a plane, so that the curvature direction of the clamping arm end is 
opposite to the curvature direction of the holding surface. 
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